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78) “Public Views on Artificial Intelligence and Intellectual Property Policy”, USPTO,
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Claim 1

An acoustic emission detector comprising:

an acoustic emission sensor (5) to detect an acoustic emission; a destruction
judging section (18) for judging if a warning of destruction of a material subject
to destruction detection is present; and

a calculating section (14, 15, 84, 85) configured to calculate a plurality of
parameters based on the signal outputted from the acoustic emission sensor;
characterized in that

the detector further comprises a correlation parameter determining section (17)
configured to determine mutually correlated parameters among the plurality of
parameters of which an absolute value of a correlation coefficient is not
smaller than 0.80 and which have a strong tendency of linearity, wherein

the destruction judging section (18) is configured to judge that, in a parameter
space constituted of at least two of the mutually correlated parameters, when a
predetermined number or more of points defined by the at least two parameters
calculated based on a signal from the acoustic emission sensor are located
within a predetermined region of the parameter space defined by the at least
two parameters that can be generated based on the signal from the acoustic
emission sensor, there is a warning of destruction of the material subject to
destruction detection.

133) 2022.9.21. E3&5. &5 H3S EP2031386B2.
<https://patents.google.com/patent/EP2031386B2/en>.
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<® 11> 12814717.0 §3]9] A1 1&

1. A method for monitoring performance of an application system which is
distributed across a plurality of network connected nodes, comprising:

5 generating a hierarchical model for the application system, the hierarchical
model having a plurality oflevels, each level including components of a span
specific to that level;

mapping the application system onto the hierarchical model according to a
network topology of the application system;

monitoring network traffic between the plurality of network connected nodes of
the 10 application system to gather network traffic data;

assembling the network traffic data into application messages:.
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correlating the application messages into sets of one or more application
messages that are causally associated in accordance with the hierarchical
model, wherein the sets of causally associated application messages constitute
transactions corresponding to a lowest level ofthe 15 hierarchical model; and,
generating records of individual transactions occurring within the application
system for at least the transactions corresponding to the lowest level ofthe
hierarchical model.

TBAE of2fgh Ao tishA "&SA" Atgdo] Az ELofofA ofF 17gS of

WA PEY 5 YEAIS AYshs Aot Lo QA Yo ol g2 A
w3t 1Y S51290) Aol thE(mapping)ol thet W&ol AAIFH A

ol et [0087)0] oHe} o] 7|AElo] Qlrt.

<E 12> 12814717.0 E3]9] AtA|st AW

[0087]

This knowledge may be determined manually by humans through investigation
of the IT system 800 or through disclosure from the developers or operators of
the IT system 800. Some of the knowledge may be a priori such as that
relating to certain protocols that are implemented in a standardized fashion.
Alternately, the knowledge may be discovered by automated learning systems

that are parameterized with pre-defined models of various kinds of IT systems,
application types, and topologies. Or learning may be derived in an
unparameterized approach that identifies unique, previously unknown behaviors
of interest.
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UM AHE 7 AR AFoA BAIN 7 84S SEHA] fdotA A2

=dst drErHo]l WA ¢ Method and system for monitoring
performance of an application system, U]=Z&YWHS : 16-748387,
(2020.01.21.))of] ticiiA] O]= EFS 52 (sSH=  US08732302 B2)
2 19

= A2 =EYE 7|22 519 PCT £95 &oiA sz AYsiitt. 0
= 72592 201493 54 20¢€0] SEAFEHJ. A5 5 AT AL
< O 2o

<E 13> 302559 58 7T 1

1. A method for monitoring performance of an application system which is
distributed across a plurality of network connected nodes, comprising:
generating a hierarchical model for the application system, the hierarchical
model having a plurality of levels, each level including components having a
span of network connected nodes specific to that level;

mapping the application system onto the hierarchical model according to a
network topology of the application system;

using a processor, monitoring network traffic between the plurality of network

connected nodes of the application system to gather network traffic data;

134) US 11233709 B2 (2022.01.25.) ZF=x.
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assembling the network traffic data into application messages:

correlating the application messages into sets of one or more application
messages that are associated in accordance with the hierarchical model and
that constitute transactions corresponding to a lowest level of the hierarchical
model; and,

generating records of individual transactions occurring within the application
system for at least the transactions corresponding to the lowest level of the

hierarchical model.
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140) REPORT 2023 JPO and CNIPA, p. 114.

BAIAL] 71Rp7t



oM 275t T wHo] &3t s|% BopllA S A sHAl Alol
T oume @Y AAE & UES WS YA Ae Aol 27g
F5517] 9igt WaR o2 FAEojof sh Auol}

olgfgt Al HAIA ZIA) azio] HEiA U U FRO| AXPURA A
49 1A ee FEStE ARIE olAlsts A9E HAT & AUt
1 F20] AXARAAE Al B 2ol WA JIAE FEStE §

) o dell B2 ofet 55 AOIEl o) FAR YA

wrglo], Al B wojo] AN V1A 5508 2ot 9¥o= ) AR
ool 7149 ot cloleld] XY ofzl Yo tojEizie AuTA Sol
4o 5o ofslA RUAHA] g wY QY. i) HPY wYo] Alo] 93 5
A 75e 2 Jloz U, AR AEL BEolA 1 UYL sk
2ol ofuet sk wilo] AAIGH £l 24 FEIF YHEA Yo, Al
of o3t 24 ATIE FY A UM AT AE] Uit Brt ARE A
5 9e HER WA J1EAA] ATtT T 4 Gt Y 2. i) A
3 Mol PAIM 71&A iAol Aol AAT APH FA7F gl
A 7 SjAAE AT 4 Qb Uy 93 So] k1)

Al o] & T Feoe &8 707t ¢ e 4% ELEE= &

142) COMPARATIVE STUDY ON AI-RELATED INVENTIONS, REPORT 2023 JPO and
CNIPA, ,JPO-CNIPA, 2023, pp. 34-36.

143) REPORT 2023 JPO and CNIPA, p. 36.
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144) Report from the IP5 expert round table on artificial intelligence, EPO, Oct 2018,
p. 3.

145) Comments of AIPPI (Association for the Protection of Intellectual Property).
<https://www.uspto.gov/sites/default/files/documents/AIPPI_RFC-84-FR-44889.pdf>.
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of G} A} Axz QIX] 9 F&, st5S §stof A Zlojah)

148) EPO, Request from the United States Patent and Trademark Office for
Comments on Patenting Artificial Intelligence Inventions (2019), 2H.

149) Nikola L. Datzov, The Role of Patent (in)eligibility in Promoting Artificial
Intelligence Innovation, 92 UMKC L. Rev. 1, 15-16 (2023) (“Although ‘Al is nearly
ubiquitous, it has no agreed upon definition. As other legal scholars have written,
‘[nlo one has been able to offer a decent definition of robots and Al—not even
experts.” This presents a significant problem in the Al conversation and debate
because the absence of a clear Al definition directly affects the scope of those
discussions and creates the real risk that different legislative enactments, studies,
or articles may be talking about different things when referring to AL").
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150) Comment by Qualcomm Incorporated, at 15 (“Any guidance should recognize
that Al is a useful tool, but it is just a tool.”).
<https://www.regulations.gov/comment/PTO-P-2023-0044-0060>.

151) A, "AFAsAIHE Holotes oA =X il - AFAlso] g T HAZ
92 FAoR -7, AAEA A182- ZE ghdstd, 2021, 192W("QIFAls0] g Ugol ¥
A Fgoll o %‘J&*Oi R4 £ w2 UYP(AI Assisted Invention) 'z} "QIZF
9] 7ol gl AFAlso] FEsH UH(AI Generated Invention) 02 LEFo] Uytx o]
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Y (Al Assisted Invention)of sfgstct= Zolt.”).

153) Nikola L. Datzov, The Role of Patent (in)eligibility in Promoting Artificial
Intelligence Innovation, 92 UMKC L. Rev. 1, 17-18 (2023).

154) =G, "AeAlsdt 5519 HERA" Liyst A90s, defrstu Wt 2018,
210-211%9.
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158) Patric M. Reinbold, Taking Artificial Intelligence Beyond the Turing Test, 2020
Wis. L. Rev. 873, 873 (2020) (“A misconception of the current capabilities of Al
leads to arguments of universal obviousness where an independent and creative

Al dominates the inventive process. Fortunately, Al of such a caliber does not yet
exist.”).
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163) Nikola L. Datzov, supra., at 8 (“The history and evolution of the law on patent

eligibility as it most closely pertains to software patents (and now Al) is well
documented.”).
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S317, 714 Fobd MAMSIIo|S TABAS Fof AAARIIOlS, 2020, 219,
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169) USPTO, 2024 Guidance Update on Patent Subject Matter Eligibility, Including on
Artificial Intelligence, 07/17/2024 (effect on July 17, 2024).

<https://www.federalregister.gov/documents/2024,/07/17/2024-15377/2024-guidance-u
pdate-on-patent-subject-matter-eligibility-including-on-artificial-intelligence>.

170) 2019 Revised Patent Subject Matter Eligibility Guidance, 84 FR 50 (January 7,
2019).

171) October 2019 Patent Eligibility Guidance Update, 84 FR 55942 (October 18, 2019).
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172) Executive Order 14110, Safe, Secure, and Trustworthy Development and Use of
Artificial Intelligence, 88 FR 75191 (November 1, 2023).

173) Section 5.2(c)(ii).

174) Id. at iii.

175) Id. at 8.

176) FR Vol.89 No.137, Jun. 2024, 58128.

177) FR Vol.89 No.137, Jun. 2024, 58136 (2. Evaluation of Whether the Claim as a

Whole Integrates the Judicial Exception Into a Practical Application of That
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Exception (Step 2A, Prong Two)").

178) FR Vol.89 No.137, Jun. 2024, 58136 (“Many claims to Al inventions are eligible
as improvements to the functioning of a computer or improvements to another
technology or technical field.”).

179) FR Vol.89 No.137, Jun. 2024, 58136 (“An important consideration in determining
whether a claim improves technology is the extent to which the claim covers a
particular solution to a problem or a particular way to achieve a desired
outcome, as opposed to merely claiming the idea of a solution or outcome.”).

180) MPEP 2106.05(a), subsection II.

181) Mauritz Kop, A/ & Intellectual Property. Towards an Articulated Public Domain,
28 Tex. Intell. Prop. L.J. 297 (2020).
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182) Univ. of Utah v. Max-Planck-Gesellschaft, 734 F.3d 1315, 1323 (Fed. Cir. 2013);
Beech Aircraft Corp. v. EDO Corp., 990 F.2d 1237, 1248 (Fed. Cir. 1993).

183) Thaler v. Hirshfeld, 558 F. Supp. 3d 238, 245 (E.D. Va. 2021), aff'd sub nom.
Thaler v. Vidal, 43 F.4th 1207 (Fed. Cir. 2022).

184) Thaler v. Comptroller-General [2020] EWHC 2412(Pat), at 18.
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185) Federal Court of Justice, 11.06.2024, X ZB 5/22 - DABUS, Germany, p. 8.
186) X ZB 5/22, para. 44.

187) EP 18 275 163 (2018. 10. 17.) and EP 18 275 174 (2018. 11. 7.).

188) Thaler v Commissioner of Patents [2021] FCA 879 (30 July 2021).

<https://www.judgments.fedcourt.gov.au/judgments/Judgments/fca/single/2021/2021fc
a0879>.

189) Commissioner of Patents v Thaler [2022] FCAFC 62.
<https://www.judgments.fedcourt.gov.au/judgments/Judgments/fca/full/2022/2022fcafc0062>.

190) Commissioner of Patents v Thaler [2022] FCAFC 62, para. 115 (“Of course, the
development of patent law since 1624 has not until now been confronted with the
question of whether or not an inventor may be other than a natural person.
However, as noted, the law to which we have referred has proceeded on the
assumption that only a natural person could be an inventor.”).
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192) USPTO, Inventorship Guidance for Al-Assisted Inventions, 89 FR 10043
(February 13, 2024).

193) Thaler v. Vidal, 43 F.4th 1207, 1213 (Fed. Cir. 2022) (“Congress has determined
that only a natural person can be an inventor, so Al cannot be.”).

194) USPTO Feb. 2024 Al-Assisted Invention Guidance, at 10046 (“the use of an Al
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) Jim W. Ko & Hon. Paul R. Michel, Testing the Limits of the IP Legal Regimes:
the Unique Challenges of Artificial Intelligence, 25 Sedona Conf. J. 389, 436 (2024)
(“In turn, human inventorship is also a core requirement for patentability under
the U.S. patent law.”).

214) Pannu v. Iolab Corp., 155 F.3d 1344, 1351 (Fed. Cir. 1998).
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215) USPTO Feb. 2024 Al-Assisted Invention Guidance, supra, at 10048-49.
216) Jim W. Ko & Hon. Paul R. Michel, supra, at 443 (“Alternatively, in certain

situations, a person who conducts a successful experiment using the Al system's
output could demonstrate that the person provided a significant contribution to
the invention even if that person is unable to establish conception until the
invention has been reduced to practice.”).

217) USPTO Feb. 2024 Al-Assisted Invention Guidance, supra, at 10048-49 (“for each

claim for which an examiner or other USPTO employee determines from the file
record or extrinsic evidence that at least one natural person, i.e., one or more
named inventors, did not significantly contribute.”).
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218) USPTO Feb. 2024 Al-Assisted Invention Guidance, supra, at 10048 (“Although
the Pannu factors are generally applied to two or more people who create an
invention (i.e., joint inventors), it follows that a single person who uses an Al
system to create an invention is also required to make a significant contribution
to the invention, according to the Pannu factors, to be considered a proper
inventor.”).

219) Jim W. Ko & Hon. Paul R. Michel, supra, at 456 (“The Pannu ‘significant
contribution” standard and the Five Guiding Principles presented by the USPTO to
help inform its application is vague, exceedingly complicated ...”).

220) 9-A18], "UATAls AARIO|A AgE Aol Esiwla HSo st 0477 R ATRRAFA
A18H A1z, SHEAJAIRJAFA LY, 2023, 55%(‘_% Yasar Celebi, “The Intellectual
Property Dilemmas Caused By Al-Generated Works”, CMS).
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225) Patric M. Reinbold, Taking Artificial Intelligence Beyond the Turing Test, 2020
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230) Jonathan H. Ashtor, Does Patented Information Promote the Progress of
Technology?, 113 Nw. U. L. Rev. 943, 945 (2019) (“Patents have a constitutional
mandate to promote technological progress ...").

231) Sol9 A2zx A1E("UY ol AFAUALS o] &E VeA AN AACRA 1T (HE)
g S Wt

232) Michael Gershoni, An Argument against Reinventing the Wheel: Using an
Obviousness Analysis to Bring Consistency and Clarity to Patent Eligibility
Determinations of Software Patents after Alice Corp., 44 AIPLA Q.J. 295, 323-24
(2016) (“In sum, where an articulated technological problem is long felt yet

unresolved the need is addressed by an invention. The existence of a solution to
that problem indicates an inventive concept for purposes of satisfying § 101.7).

233) ARt TESHY AW, 9fFAL, 2014, 316WH (" X O] A& (inventive step)?f 7|&
wle] ‘&40 o A= ofsx|sts Zlolojo} 5512 Hojg Zlolct.”).
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whA Bopop g Zojol, of mj FH HA oM TFol A= SRt avtE

ve{stojop & o Zlojct.”).
238) 35 U.S.C. § 103(a) (“the subject matter as a whole would have been obvious at
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w22 KA|2A(as a whole) HEE|ojo} gttty 75T} 240) U= 55174f 8
g9l 19961 7tol=akolw24)  SW o] Uwiiiyyl ZUSH graloz Xy
‘dol HHElojof sty Adrstqitt.242) Jjuew, J|eA JiAIZ7F Adeg7]eo
A HAER] e A AAEE ARE AEAY FoE olgrE AASHE A2
AZASHA] 4t}.243) v)7]eA] JHAI7E 1A ofed AlH/g Aoz wohd Uy
S HEg 55/ ¥WYor UhEA] oty SW 2= T v7|&24 Q
A5 &g 9 Wol 7Hl ¥ Eapst Aot 28 AX|oA SW o] A
deas EASHL 1 452 YlAlstke Addd7eo] AAIEA] ko™ 1
5ol AlEAgo] QIR E|ofof st Aol

A+B+C+DO] PHRAE JMAE SW LY UAste], MrIelol V12A 2

the time the invention was made to a person having ordinary skill in the art.”):
Santarus, Inc. v. Par Pharmaceutical, Inc., 694 F.3d 1344, 1351 (Fed. Cir. 2012).

239) Alice Corp. Pty. Ltd. v. CLS Bank Int'l, 134 S. Ct. 2347, 2354 (2014) (“‘all
inventions ... embody, use, reflect, rest upon, or apply laws of nature, natural
phenomena, or abstract ideas.”).

240) 35 U.S.C. § 103 (“A patent for a claimed invention may not be obtained,
notwithstanding that the claimed invention is not identically disclosed as set forth
in section 102, if the differences between the claimed invention and the prior art
are such that the claimed invention as a whole would have been obvious before
the effective filing date of the claimed invention to a person having ordinary skill
in the art to which the claimed invention pertains. Patentability shall not be
negated by the manner in which the invention was made.”).

241) USPTO, Examination Guidelines for Computer-Related Inventions, 61 Fed. Reg.
7478 (1996).

242) 1996 Guidelines, p. 27 (“Factors and considerations dictated by law governing §
103 apply without modification to computer-related inventions.”).

243) Id. (“Thus, a rejection of the claim as a whole under § 103 is inappropriate
unless the functional descriptive material would have been suggested by the prior
art.”).

244) Id. (“Non-functional descriptive material cannot render non-obvious and
invention that would have otherwise been obvious.”).
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Ch2) QRS AWAY Comvik MAT 641/00)0] w2, ofH o]
I AARE Z1EMolAl o, J1ed B AgH 1 Bl 2
2 2] 93] 4o, T B2lHQl Ao Wate Aefsts 4 1 wPe A
A2 7188 540 Z1ofste 2ol H1, 1 542 AR ofsto] el
245) Aded7]so] 7leA AaA+B+O) vZ7l=A 24(D)9] AYS 7HAISIL Sl tid
o] D& dixleh 47 Asg7leol DS ZHAISHA] il = 4ok 7HAlstL Sl A

246) Muniauction, Inc. v. Thomson Corp., 532 F.3d 1318, 1326 (Fed. Cir. 2008).

247) F712 SW Yol Xu XS wost AA AHE HEZT ZR: Michelle Friedman
Murray, Nonobviousness Standards for Hardware and Software Before and After
KSR: What is the Difference? 93 ]. Pat. & Trademark Off. Soc'y 259 (2011).

248) Steve Hickman, Reinventing Invention. Why Changing How We Invent Will

Change What We Patent and What to Do About It, 91 ]. Pat. & Trademark Off.
Soc'y 108, 112 (2009) (“The EPO system consists of three steps:
(i) identifying the ‘closest prior art’ to the claimed invention, (ii) determining the
‘objective technical problem’ that the invention claims to solve, and (iii) in light of the
prior art as a whole, assessing whether or not a skilled person could have, in an
obvious manner, derived the solution to the technical problem from the closest prior art.
Further, the EPO requires that the inventive step must be technical. As stated in the
Comvik decision . . .”).
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249) EPO Boards of Appeal, Case Law of the Boards of Appeal of the European
Patent Office, [.A.2,4.3 (“The case law of the boards of appeal has established
that, if a method which is not per se "technical" e.g. a mathematical method, is
used in a technical process, and this process is carried out on a physical entity
by some technical means implementing the method and provides as its result a
change in that entity, it contributes to the technical character of the invention as
a whole. Thus this feature must be taken into account when assessing inventive
step (T 208/84, O] 1987, 14; T 641/00, T 258/03, T 1814/07, O] 2003, 352).”).

250) /d. ("It is true that the COMVIK/Hitachi (T 641/00, T 258/03) approach to
deciding whether there is an inventive step may involve ignoring some features,
but the method starts with a consideration of all the features together to
determine whether the claimed subject-matter has a technical character.”).

251) Mewburn Ellis LLP, Patentability of Software and Business Method Inventions in
Europe, 2017 (“Next, when considering whether the claimed invention is obvious,
the EPO strips the claimed invention of its ‘non-technical features and formulates
a ‘technical problem’ solved by the remaining ‘technical’ features in relation to
the prior art. Finally, the EPO considers whether the “technical features” of the
claimed invention would have been obvious to a skilled person starting from this
“technical problem” and the prior art.”).

252) EPO Boards of Appeal, [.A.2,4.3 (“Only once this determination has been made
can the board turn to the question of which claimed features contribute to that
technical character and therefore should be taken into account for the

”»

assessment of whether there is an inventive step (see also T 528/07).”).

253) EPO, Guidelines for Examination, G.VIL.5.4 (“It is legitimate to have a mix of
technical and non-technical features appearing in a claim, as is often the case
with computer-implemented inventions. The non-technical features may even form
a major part of the claimed subject-matter. However, in the light of Art. 52(1), (2)
and (3), the presence of an inventive step under Art. 56 requires a non-obvious
technical solution to a technical problem (T 641/00, T 1784/06).7).

254) EPO Boards of Appeal, [.A.2,4.3 (“The Enlarged Board of Appeal went on and
stated that it is in fact a well-established principle that features which would,
taken in isolation, belong to the matters excluded from patentability by Art. 52(2)
EPC may nonetheless contribute to the technical character of a claimed invention,
and therefore cannot be discarded in the consideration of the inventive step. This
principle was already laid down, albeit in the context of the so-called ‘contribution
approach’, in one of the earliest decisions of the boards of appeal to deal with
Art. 52(2) EPC, namely T 208/84.").
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255) EPO Boards of Appeal, 1.D.4.1 (“For the purpose of the problem and solution
approach, the problem must be a technical one that a skilled person in the
particular technical field might be asked to solve at the priority date.”).

256) EPO Boards of Appeal, [.D.8.1.1 (“The skilled person will be an expert in a
technical field (T 641/00, O] 2003, 352).7).

257) EPO Boards of Appeal, 1.D.9.1.1 (“In order to be patentable, the subject-matter
claimed must therefore have a "technical character" or to be more precise -
involve a "technical teaching', ie an instruction addressed to a skilled person as
to how to solve a particular technical problem using particular technical means (T
154/04, O] 2008, 46).").

258) EPO Boards of Appeal, 1.D.9.1.3 (“The Comvik approach was applied in T 641/00
(O] 2003, 352). ... Thus, when assessing the inventive step of the subject-matter of
such a claim, all features of a technical character are taken into account,
whereas features which do not form part of a technical solution to a technical
problem have to be disregarded in this assessment (T 641/00, OJ 2003, 352: T
1344/09, T 1543/06).7).

259) JA Kemp, EPO Board of Appeal Decisions on Software Patents in 2016, Jan. 2017
(“The Boards continued to apply the ‘Comvik’ approach to examining mixed
inventions, that is inventions involving both technical and non-technical features,
but still did not offer any definition of what is and is not technical.”).

<http://jakemp.com/en/knowledge-centre/briefings/general-briefings/epo-board-of
-appeal-decisions-on-software-patents-in-2016>.
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(Machine having Ordinary Skill in the Art, o]} ‘MOSITA’)9] 7fEo=
OIS meTE A ub Ok 0 mRe YL QIZF weshuct 8
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264) A, AT AR WA WASF U ABH BAVES U AL, Wk A30%
A3s, AddistL watel s, 2010, 1819(Ther Apato] JKE wae] s]&A Ao
ojsto] WAIE|L @upt lgwwel auo] wlstel o e Aug 2t 90l 1 @b
Ay Aol gMoz AN 4 ooz, YUY 120 FAY MWL RE o5
g @ ol o e Mz ARt Yr Aoz Aguol UE slzel M|
24T} @RsP] AAAIRE o2 WoEE folt 7140 ARdS ERstt SsHE
of Balo] vlxo] $4o] /|2A} Bolshd LA & g oA AwAo] Yk Ao
woto} & Zoltt.”)

265) olgul, "AFAF A9 AEA WHE Al §449 7]&AN—From PHOSITA To

MOSITA”, xmxﬁﬁoﬁ; A5 A3z, sh=AJAIRIAEA 4, 2020.

266) Zdd. AR SAIHE Holohe SoHA =A% FAl - QIFAls0] & U] WA
oS 3402 -7 AAEA 182-235, §H2H i . 2021.

267) o’g0], o] =F("UFAls AlHle] ...7), 3-49.

268) O]=ZoA EAFO] 7]&AE ‘POSA’2tn AsH7|% sttt Grunenthal GMBH v. Alkem
Lab'ys Ltd., 919 F.3d 1333, 1341 (Fed. Cir. 2019) (“... person of ordinary skill in
the art (“POSA”) ...7).
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271) Patric M. Reinbold, supra.
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272) Patric M. Reinbold, supra, at 899 (“Therefore, the user's selection of data helps
to identify the level of ordinary skill in the art under the Section 103 obviousness
inquiry for Al-assisted inventions.”).

273) Patric M. Reinbold, supra, at 901 (“Thus, the key factors in determining the
level of wuser contribution include the amount of data available, the wuser's
selection of data, whether the data is labeled or unlabeled, the user's control of
the input parameters, and the user's intent and expectations in using the data
with a chosen form of machine learning.”).

274) Shuang Liu, A Helper for Patenting the "Unpredictable”: Artificial Intelligence, 23
Minn. J.L. Sci. & Tech. 671, 695-701 (2022).

275) Ralph D. Clifford, Creativity Revisited, 59 IDEA: L. Rev. Franklin Pierce Center
for Intell. Prop. 25 (2018) (“the Al-assisted PHOSITA has now been able to
produce the invention only using ordinary skills.”).

276) Id. (“In other words, the existence of the Al makes it possible that any PHOSITA
can derive any claim by using the ordinary skills associated with using an Al to
invent.”).

277) FE (EFFEHEEF_BAFEMESE 3. 2. 1. 1 1, ("PIMEREFNRAES TR
REBEMBN , BEOZEUT =NMLEMT, (1BERBENAERA (2)#E LAHK
RIFFERN & BASEPRARIREIBOR AR (3)PIRT ZSRARIFHY & B ARSI R AR A R B 1
0, ).
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278) RINFK , NLEREERKRBEMiEZE[]], BRIEF, 2019, 35-3671("19665F , EELFP
EiERRAE Graham EARFLEMHPTY N "FHRKM "HERF By, REREFD
OEMPIMTAREIR R A ESREH): FHRBARA "= HEPNEBRERRZEERATEE
BRERT KBRIARKERD , Wik TRARRR , B Tl ERmhE, 7).

279) RPUR, ALEREEMKRANLENEZA], HGE%E, 2019, 24-3870.

280) RIF, Al WX, 3TN TALERELEMAAMES . WEN % GLE MR REIL
7, 7).

281) 22T, BiE @, 377.
282) RINAKR, BB . 37
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285) XIzE, AIHE W3, 8671.
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LIRS HESRIERARNF A%k B4 AR RS MR MR MATES | AMAER®EHR
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296) XIag, JEZEVE, mitE @, 827, MIEHOSNEZFRMAFNREEHNEFEASEIB2I6FEH
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297) XI3g, JEZEVE, AiE @, 827, M@ NERMAFNEEHNEFEASEIA2E5EFH
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298) Xl5g, JEZETE, AiiE s, 82T("Aik , TFHATEHERREEBRINEHARELSEE R
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<https://www.jpo.go.jp/system/laws/rule/guideline/patent/handbook_shinsa/docume
nt/index/app_z_ai-jirei.pdf>.

300) = L—Ep, AI4E WX, 183H.

301) #EALf , "FEREIC B SESMEMAOBRMIIERE: ARERPE PO, IR/
EFTEMERR - THEERRFETIITE 705, 2020, 46H.

302) =1L —Ep, B74B %, 192-193H=.
303) =LL—Ep, BIE @, 193H.
304) ¥4 THIVFER HHRBEEEDOKRA > .
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BRSOl B V&S AT 4 QTPD YIATLI0) F0] J]@Ab)
0] ABAS0R AL Zlo] ofel, At WAL ABAISS EA,
Mel, AbESH: $H0] FSsfob ShThn watch31) ¢ Mgl Myt “wyx)
= AZASS PR o EZS)A T e wmee] dyoletn ojsfuct
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B4 Wustolof ATEABEY o PAIMORE, B0l J|&APt BEIE
Tn2FY 4F, TG /P53 dolee ¥4 % FY So| usolor &

310) BAtE 5. A9 =, 460W("F3Tt AFAlE Aol S 7l AT JAFAlsoRE O
A=l Aol ofye} 13Al59 =& wot f HEsXItHmore skilled).”).

311) Tim W. Dornis, Artificial Intelligence and Innovation: The End of Patent Law As
We Know It, 23 Yale J. L. & Tech. 97, 124 (2020) (“The human inventor is not to
be replaced, but her inventive skills are to be augmented by AIl. The result is a
more skilled hybrid inventor--a combination of human and Al capacities.”)

312) A= 5, 49 =&, 462%.

313) Shlomit Yanisky-Ravid & Regina Jin, Summoning A New Artificial Intelligence
Patent Model: In the Age of Crisis, 2021 Mich. St. L. Rev. 811, 834 (2021) (“We call
this a heightened POSITA standard—when an Al system is at the hands of a
POSITA to assess obviousness, the bar to gauge creativity may be raised due to
the expanded capacity of the Al tool.”).

314) XIS &, oto] =52 462-463H.
315) Patric M. Reinbold, Taking Artificial Intelligence Beyond the Turing Test, 2020

Wis. L. Rev. 873, 888 (2020) (“However, the non-obvious inquiry for Al-assisted
inventions need not differ from the traditional framework completely.”).

316) Patric M. Reinbold, supra, at 889 (“Thus, artificial intelligence should not
constitute the PHOSITA for the obviousness inquiry under 35 U.S.C. § 103.7).

317) Patric M. Reinbold, supra, at 889 (“The focus should shift to the user's control,
selection, and use of machine learning rather than the otherwise unmatched
abilities of artificial intelligence.”).

318) Patric M. Reinbold, supra, at 891 (“Instead, the examiner should shift the level
of ordinary skill for non-obviousness to the user's control and the reasonable
expectation of success in using the Al to predict solutions.”).

319) Patric M. Reinbold, supra, at 892 (“the obviousness inquiry should turn to
whether the user would have had a reasonable expectation of success in creating
the invention using machine learning algorithms.”).
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320) Patric M. Reinbold, supra, at 892 (“The key user-focused factors in determining
the level of user control include the amount of data, the user's selection of data,
whether the data is labeled or unlabeled, and the user's motives.”).

321) Patric M. Reinbold, supra, at 893 (“Artificial intelligence continuously progresses
the prior art, so the court or examiner must narrowly determine the level of
ordinary skill in the art by focusing on the user's control and expectations ...”);
at 894 (“a court or examiner may determine the level of ordinary skill for
Al-assisted inventions by focusing on the user's control, selection, and use of the
process to determine non-obviousness.”).

322) Daryl Lim, A/ & IP: Innovation & Creativity in an Age of Accelerated Change, 52
Akron L. Rev. 813, 861 (2018) (“It may be better for Al to be identified in a patent
application as long as Al is used.”).

323) Lexi Heon, Artificially Obvious but Genuinely New: How Artificial Intelligence
Alters the Patent Obviousness Analysis, 53 Seton Hall L. Rev. 359, 380 (2022)
(“The prerequisite to solving the overarching issues in the obviousness analysis is
the requirement of disclosing the use of Al in the invention process and,
subsequently, in the patent application.”).

324) A= 5, 49l =&, 4649,
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, 2020, 12019H.
, 2020, 1201-1203%H.

326) W. Keith Robinson, Enabling Artificial Intelligence, 60 Hous. L. Rev. 331, 342
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329) Tabrez Y. Ebrahim, Artificial Intelligence Inventions & Patent Disclosure, 125
PENN St. L. Rev. 147, 148 (2020) (“This Article introduces a taxonomy of Al and
argues that an enhanced Al patent disclosure requirement mitigates concerns
surrounding the explainability of Al-based tools and the inherent inscrutability of
Al-generated output.”).

330) SAI8, Q9 =8 B4-65T(PAY ATAS WYL T A A Y gol AT
Aol AgH o2 F2F Anpo|oe Yol Asdeli BN A(Black Box) Aol &
of rtn ¥ % 9loul, o] 2o AgolH YUt FAT ANTS £2F & I AR

= 71 B7tsel 7o)

331) Comments of AIPPI (Association for the Protection of Intellectual Property).
<https://www.uspto.gov/sites/default/files/documents/AIPPI_RFC-84-FR-44889.pdf>.

332) 2& o AAE 5, o] =8 46591,
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333) Dan L. Burk, Patent Silences, 69 Vand. L. Rev. 1603 (2016).

334) GAl6l, "UFAls A|ARIA B FAO] SR Eoo] Hsh AT, K ARjAA
AM18H A1z, SHEAAAAIALY, 2023, 60H(AE: E51%, 7]a 2oFd AL RIto]
T’ E3A, 2020, 1201H).

335) GA8, 949 =&, 61H(QIE: EFH, Ve
1201-1203%H).

336) Colleen V. Chien, Contextualizing Patent Disclosure, 69 Vand. L. Rev. 1849, 1862
(2016).

ol AlxpAlnrtole” ESA, 2020,

M
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337) W. Keith Robinson, supra, at 358 (Al inventions have existed for almost half a
century. Nothing suggests that providing an enabling disclosure has been more of
a challenge for inventors of Al applications than in any other field.”).

338) W. Keith Robinson, supra, at 343-344 (“The enablement requirement has two
primary functions. First, it ensures that the type of information disseminated in a
patent's disclosure is useful to the public. Second, the enablement requirement
places limits on how broad a patent's claims are by requiring that the patent's
specification enable the full scope of the patent's claims.”).

339) 22| Eol¥oll: A42x A3 AM1s7t st &oldAl azdnt M42x A4F A1s7t
HA = Siukal @ 7o) Wr g =xjsic),

340) W. Keith Robinson, Enabling Artificial Intelligence, 60 Hous. L. Rev. 331, 335
(2022) (“One of the more important functions of the enablement requirement is
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|50H342) AIPLAE 19] oAAMof|A, 7|9 Wands H|AEZL ISAlS Al
oM e Idi2 |AEHE, 49 7Iert AdsAles &8 & doe Al

olct
Mo| mefslofo} ditki Zet uh ek Epet Zatolzkn AjztEIct,

<®E 32> vttt AY o RE wHdhs Wands HAE

(1) the quantity of experimentation necessary; | (1) = Q3sF A3 9] oF;
(2) the amount of direction or guidance | (2) AA" AA] EE= X|Z9]
presented; ok

(3) the presence or absence of working | (3) AA|de] &Af F= EBE&E

examples; AN

(4) the nature of the invention: (4) &¥Ho] HA

(5) the state of the prior art: (5) A3§7]=2] AE)

(6) the relative skill of those in the art: 6) siEd 7] HoF 7|=Ate]
ol B

(7) the predictability or unpredictability of | (7) s 7]= HoF] o= 7}

the art: and 74 2

(8) the breadth of the claims. (8) AFHL9] o

ASA TG &oldA] Feleke wAlof Hisll $52dS

that it limits the ability of a patentee to claim a property right in more than they
have invented. The enablement requirement accomplishes this by requiring a
patentee's claim scope to be commensurate with what is described in the patent
disclosure.”).

341) Nat'l Recovery Techs., Inc. v. Magnetic Separation Sys., Inc., 166 F.3d 1190,
1196 (Fed. Cir. 1999) (B+HY= BAIANA ZHAIE Y&at 27y Atotof gtk AdT9).

342) In re Wands, 858 F.2d 731, 737 (Fed. Cir. 1988).

343) AIPLA Comments, at 14 (“the availability of the Al tool may affect various of
the In re Wands factors, but the legal test — the factors themselves - would not

change.”).
<https://www.regulations.gov/comment/PTO-P-2023-0044-0048>.
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344) USPTO, Request for Comments on Patenting Artificial Intelligence Inventions, 84
Fed. Reg. 44889 (Aug. 22, 2019) (“How can patent applications for Al inventions
best comply with the enablement requirement, particularly given the degree of
unpredictability of certain Al systems?”).

345) Microsoft Comments, at 9 (“Enablement and written description are important
requirements to be met under patent law. As a result, having access to Al tools
should not lead us to the presumption that a PHOSITA can achieve the claimed
invention when faced with a sparse disclosure.”).
<https://www.regulations.gov/comment/PTO-P-2023-0044-0061>.

346) Microsoft Comments, at 9-10 (“On the contrary, in many cases, when Al is
contemplated being combined with non-Al technical fields, more disclosure is
needed to understand how to make and use the full scope of the invention.”); at
13 ("With the introduction of Al as a tool, enablement should be robustly
enforced.”).

347) Microsoft Comments, at 10 (“The requirement for a robust written description is
necessary even when a PHOSITA has access to the most advanced Al tools.
Merely adding general language about the use of an Al tool in the written
description should not be enough to fully enable the invention in most
circumstances.”); at 13 (“Simply providing example prompts and reference to an
Al tool should not be sufficient.”).

348) Amgen Inc. v. Sanofi, 598 U.S. 594, 610 (2023) (“The more one claims, the more
one must enable.”).

349) Microsoft Comments, at 13 (“As the Court in Amgen states, ‘[tlhe more one
claims, the more one must enable,” which remains true especially when making
use of AL”).

350) Microsoft Comments, at 14 (“The introduction of Al as a tool should not lower
any requirements that any applicant has under §112. If anything, given the
acceleration of Al, more disclosure is needed to fully enable an invention making
use of Al because the technological landscape is changing so rapidly.
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351) Microsoft Comments, at 14 (“We would welcome additional guidance or
enforcement of §112 to help improve patent quality for any applications
contemplating use of AL”").

352) Qualcomm Comments, at 15 (“Relatedly, the Office may provide guidance and
training to Examiners toward identifying Al-generated content and content that
may fail thresholds of enablement and accessibility.”).
<https://www.regulations.gov/comment/PTO-P-2023-0044-0060>.

353) ABA [P Section Comments, at 9 (“While the enablement and written description
requirements of § 112(a) apply generally to all technology fields, the Courts and
the USPTO have applied these requirements differently in accordance with the
technology area. ... As software and biotechnology fields increasingly converge the
level of experimentation requirement for enablement should be a fact specific
case-by-case determination.”).

354) Amgen Comments, at 26 (“The current legal framework and case law on Section
112(a) should be sufficient to assess enablement of claimed inventions using Al

tools.”).
<https://www.regulations.gov/comment/PTO-P-2023-0044-0054>.

355) Qualcomm Comments, at 15 (“The Wands factors should continue to apply in
the enablement analysis, regardless of the availability of Al tools. Likewise, the
existing frameworks for other evaluations under 35 U.S.C. § 112 should continue
to be applied.”).
<https://www.regulations.gov/comment/PTO-P-2023-0044-0060>.

356) AIPLA Comments, at 10 (“Current jurisprudence on enablement, operability
considerations, and public accessibility would apply. Therefore, the basic
principles for determining anticipation, enablement and operability, and public
accessibility would not change.”).
<https://www.regulations.gov/comment/PTO-P-2023-0044-0048>.
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o50] ojHZ(unpredictable) 7| #ofoflM+= O At 5717t BAst:
0],361) QX5 LHANE AHEH AFA5ol tsll FAIs] 371 B R/do]

357) IBM Comments, at 9 (“Al is a powerful tool that IBM believes has the potential
to strengthen patent quality. It has the potential to identify the best prior art for
consideration under 35 U.S.C. 102 and 103 during examination. It can also assist
with detecting lack of antecedent basis and enablement under 35 U.S.C. 112.7).
<https://www.regulations.gov/comment/PTO-P-2023-0044-0042>.

358) AIPLA Comments, at 13 (“If the level of skill in the art prior to the critical date
is determined to include knowledge of and availability to an Al tool by a PHOSITA,
and that Al tool would be of use to make and use a claimed invention, then that
tool should be considered as part of the inquiry under §l12(a) to determine
whether a claim has been enabled.

359) Alan L. Durham, Patent Scope and Enablement in Rapidly Developing Arts, 94
N.C. L. Rev. 1099, 1103-04 (2016).

360) W. Keith Robinson, Enabling Artificial Intelligence, 60 Hous. L. Rev. 331, 334
(2022) (“Further, it argues that the enablement requirement should not be
modified in response to Al inventions nor should the standard be applied
differently to inventions directed to artificial intelligence.”).
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361) Amgen Inc. v. Sanofi, Aventisub LLC, 987 F.3d 1080, 1088 (Fed. Cir. 2021).
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369) Lucas R. Yordy, The Library of Babel for Prior Art. Using Artificial Intelligence
to Mass Produce Prior Art in Patent Law, 74 Vand. L. Rev. 521, 539 (2021).
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(a) Novelty: Prior Art.—A person shall be entitled to a patent unless—
(1) the claimed invention was patented, described in a printed
publication, or in public use, on sale, or otherwise available to the

public before the effective filing date of the claimed invention; or
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374) Ben Hattenbach & Joshua Glucoft, Patents in an Era of Infinte Monkeys and
Artificial Intelligence, 19 Stan. Tech. L. Rev. 32, 37 (2015).

375) O] ZESANRA EF AR A A (Manual of Patent Examining Procedures, MPEP) A|8
o § 2128 (20019). G. Andrew Barger, Lost in Cyberspace: Inventors, Computer
Piracy and '"Printed Publication” Under Section 102(b) of the Patent Act, 71 U. Det.
Mercy L. Rev. 353 (1994)(ujo]lm2=E r ofaydg Az 59 AHHEAZU|A|7}
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376)
https://www.federalregister.gov/documents/2024/04/30/2024-08969/request-for-co
mments-regarding-the-impact-of-the-proliferation-of-artificial-intellisence-on-prior
(A& A&d @ 20249 129¥9 119).

377) https://patentlyo.com/patent/2024/04/discerning-navigating-generated.html (%]%
A& 120249 129 129).

378) MPEP 2131.

379) Julian Pymento, Let's Be Reasonable! The Broadest Reasonable Interpretation in
the PTAB, 5 NYU J. Intell. Prop. & Ent. L. 406, 407 (2016) (“The United States
Patent and Trademark Office (USPTO) uses the ‘broadest reasonable interpretation’
standard for all procedures, including patent examination.”).
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C}.383)384)

380) MPEP 2128 ¥ /n re Wyer, 655 F.2d 221 (C.C.P.A. 1981).

381) Novo Nordisk v. Bio-Technology Gen. Corp. 424 F.3d 1347, 1355 (Fed. Cir.
2005) (“In order to anticipate, a prior art disclosure must also be enabling, such
that one of ordinary skill in the art could practice the invention without undue
experimentation.”).

382) MPEP 2141.03 (“The person of ordinary skill in the art is a hypothetical person
who is presumed to have known the relevant art at the relevant time. Factors
that may be considered in determining the level of ordinary skill in the art may
include: (A) "type of problems encountered in the art:" (B) "prior art solutions to
those problems;" (C) "rapidity with which innovations are made:" (D) "sophistication
of the technology: and" (E) "educational level of active workers in the field. In a
given case, every factor may not be present, and one or more factors may
predominate." In re GPAC, 57 F.3d 1573, 1579, 35 USPQ2d 1116, 1121 (Fed. Cir.
1995); Custom Accessories, Inc. v. Jeffrey-Allan Indus., Inc., 807 F.2d 955, 962, 1
USPQ2d 1196, 1201 (Fed. Cir. 1986); Environmental Designs, Ltd. V. Union Oil Co.,
713 F.2d 693, 696, 218 USPQ 865, 868 (Fed. Cir. 1983).").

383) RFC Vol.89, No.84, 2024, 34219.

384) Gabrielle Carlini, Rethinking the Presumption of Enablement in Nonpatent Prior
Art, 73 Duke L.J. 871 (2024).
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385)
https://law.stanford.edu/publications/patents-in-an-era-of-infinite-monkeys-and-ar
tificial-intelligence/ (2§ A&Y : 20249 1294 12%)
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386) Lucas R. Yordy, The Library of Babel for Prior Art: Using Artificial Intelligence
to Mass Produce Prior Art in Patent Law, 74 Vand. L. Rev. 521 (2021).

387) Id. at 561-62 (“Current patent law doctrines are ill-equipped to handle the
unique problems associated with Al-generated disclosures. By creating a
conception requirement and eliminating the presumption of enablement for
Al-generated disclosures, the patent system will be able to exclude substandard
Al-generated disclosures from serving as prior art, which preserves the incentive
for inventors to pursue patent protection while creating an incentive for
programmers to develop more robust Al capable of producing information-rich
disclosures.”).
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249, (1) 7R ez dAd 29, (i) 29 Ao 28 Ee =94

388) Guidelines for Examination in the EPO Part G — Chapter IV-1. General remarks
and definition.
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“Subject to Article 9, the prior art with respect to a claimed invention
shall consist of all information which has been made available to the

public anywhere in the world in any form, as prescribed in the
Regulations, before the priority date of the claimed invention.”

389) Examination Guidelines for Patent and Utility Model in Japan, Part III Chapter 2
Section 1 Novelty.

390) Examination Guidelines for Patent and Utility Model in Japan, Part III Chapter 2
Section 3 Procedure of Determining Novelty and Inventive Step, 3.1.3 Publicly
known prior art.

391) <https://www.wipo.int/edocs/mdocs/scp/en/scp_9/scp_9_2.pdf>.
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392) SRI Int'l, Inc. v. Internet Sec. Sys. Inc., 511 F.3d 1186, 1194 (Fed. Cir. 2008).

393) Ben Hattenbach & Joshua Glucoft, Patents in an Era of Infinte Monkeys and
Artificial Intelligence, 19 Stan. Tech. L. Rev. 32, 37 (2015).

394) Voter Verified, Inc. v. Premier Election Solutions, Inc., 698 F.3d 1374, 1380 (Fed.
Cir. 2012).
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3. ABASE Bt Yoldz A 1 WolHeg] narg

1) W BAAsH: Wolme

E3HAQ ARoAM & HAAE 28 R 558 E&5te 5H, 557 Y
e BAsts Suio] Qo fieh Jet, (42 & T ohUAlw) At
of Wy 9 Ss|2RE Yolst WolAHE UE stk 5. WIS 3
stol 2 At g wol dhstel 5512 W 2R sk YolHol
Pbssith, AgAls oM Aol Jejst olmeo] ZEHUT oE 5
o], IP.com, Research Disclosure So| 123t AH|AE A|55F%T}.397)
IBM, Xerox &2 ARIAC R 7|aZ F7lsto Add7les tes A9E 6t

395) Max Stul Oppenheimer, /n Vento Scribere: The Intersection of Cyberspace and
Patent Law, 51 Fla. L. Rev. 229, 260-61 (1999).

396) Z& FA: Neal P. Pierotti, Does Internet Information Count As a Printed
Publication? 42 IDEA 249 (2002).

397) Scott Baker & Claudio Mezzetti, Disclosure As A Strategy in the Patent Race, 48
J.L. & Econ. 173, 173-74 (2005) (“IP.com and Research Disclosure, Inc., provide
disclosure services for a large and diverse group of companies.”).
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o] 7bsgt Zo|t} 40D QI-ZA]s Yo 1e2igt Bojd=o] ¢ Adsty ¢ &
WA olA = Aolt}. 7Pg &gt Ao == ofH 7|z tisto] &Rlo] 55
g =5t &, 1 55)7|ex HHEo] AAJRlF(freedom to operate)E H7H
7] sto] s S517]exr wHE dige] d37eS F7loks Aolt}.402) of
2Zro]  M3iz]&S AAHZ] 9lsle] 9lZX|LS  olo] = AK(linguistic

manipulation) 7|3 AEerthil orth.4039) o7 dizfdirez sig 7]
= TORllA o APE = 7

AM=zZ AFFsE ATt o2 50, CLOEM,404) ALL PRIOR ART405 So] ¥

398) /d. at 174.

399) Robert P. Merges, A New Dynamism in the Public Domain, 71 U. Chi. L. Rev.
183, 194 (2004) (“The strategy of ‘defensive publication’ is an old one in patent
law, perhaps best exemplified by IBM's longstanding practices in this area. IBM
has long published a ‘Technical Disclosure Bulletin’ aimed at precluding other
firms from obtaining patents on technical advances that IBM itself chooses not to
patent.”).

400) Sean B. Seymore, Patenting Around Failure, 166 U. Pa. L. Rev. 1139, 1181-82
(2018) (“Thus, a research organization might engage in defensive publication,
which occurs when information is ‘intentionally made available to the public as
prior art in order to render any subsequent claims of invention or discovery
ineligible for a patent.”).

401) Todd E. Rinner, Protecting Minor Improvements on Core Patents:
Complementing Traditional Patent Protection with Strategic Disclosure, 2 ].
Marshall Rev. Intell. Prop. L. 398, 399 (2003) (“Thus, the combination of patenting
and defensive publication provides efficient protection.”).

402) Lucas R. Yordy, supra, at 538 (“Some entities, like the company Cloem, market
Al-generated prior art as a service to other organizations for competitive
purposes, such as preempting the patents of competitors and creating freedom to
operate around the organization's own patents.

403) Ben Hattenbach & Joshua Glucoft, Patents in an Era of Infinte Monkeys and
Artificial Intelligence, 19 Stan. Tech. L. Rev. 32, 35-36 (2015).
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404) <https://www.cloem.com>.
405) <http://allpriorart.com>.

406) All Prior Art (http://allpriorart.com/about/) (“All Prior Art is a project
attempting to algorithmically create and publicly publish all possible new prior art,
thereby making the published concepts not patent-able.”).

407) Lucas R. Yordy, supra, at 522 (“But that same description could prevent a later
inventor from receiving a patent, thus diminishing the inventor's incentive to
create, disclose, and commercialize the invention. This could delay or completely
prevent the public from ever benefitting from the invention.”).

408) Lucas R. Yordy, supra, at 524 (“This undermines patent law's goal of
incentivizing the creation and disclosure of new inventions because, as the
likelihood of receiving a patent decreases, inventors may protect their inventions
under less societally beneficial trade secret law or may not invent at all.”).
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AR e ARt MA712E AEAl oo Pk FgRcha0) Ml
o goluAl 8712 P HEsfol Aok ZFaolztn ofsfct. Tk, =
shEj 22 AQjstit, (offolA At sheh Zol) thEe] ANEAIE @
B pelE AFAS AN guol e 4 Ackn FRAL 5, ATAE A
8 AW GOIUA RUS FRSA Rohe AP MW/ A0S A

2) AZXS A JHo] &9 AL (public accessibility)

409) Novartis Comments, at 3 (“We also share the general policy view that such
materials—which, in our field, could perhaps include large, autonomously
generated lists of theoretical compounds, genetic sequences or antibodies—should
not be treated as invalidating prior art if they are speculative, inoperable,
non-enabling, or do not exhibit practical utility.”).
<https://www.regulations.gov/comment/PTO-P-2023-0044-0037>.
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410) AIPLA Comments, supra, at 6 (“Some Al-generated disclosures are currently
published on websites automatically. The manner in which a prior art disclosure
is made available to the public is not relevant to whether it qualifies as prior art
under §102 so long as the requirements of public accessibility are met.”).

411) AIPLA Comments, at 10 (“While no caselaw exists on public accessibility in the
context of Al-generated disclosures, if the volume of Al-generated prior art
becomes so large that a person skilled in the art would not have been able to,
from a practical standpoint, find the needle in a haystack of nonsensical
disclosures, it may be possible, on a fact basis, to draw a parallel between this
situation and the existing caselaw on public accessibility.”).
<https://www.regulations.gov/comment/PTO-P-2023-0044-0044>.

412) IBM Comments, at 5 (“Al can serve as a valuable tool for locating the best
prior art among the larger mass of prior art that Al itself may contribute to
creating.”).
<https://www.regulations.gov/comment/PTO-P-2023-0044-0042>.

413) http://allpriorart.com/about/ (“most inventions generated will be nonsensical”).

414) Amgen Inc. v. Hoechst Marion Roussel, Inc., 314 F.3d 1313, 1354 (Fed. Cir.
2003) (“A claimed invention cannot be anticipated by a prior art reference if the
allegedly anticipatory disclosures cited as prior art are not enabled.”).

415) Todd E. Rinner, Protecting Minor Improvements on Core Patents:
Complementing Traditional Patent Protection with Strategic Disclosure, 2 ].
Marshall Rev. Intell. Prop. L. 398, 410 (2003) (“A defensive publication must have
an enabling disclosure to negate patentability. A publication is enabling if the
information disclosed allows a person skilled in the art to produce the
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invention.”).

416) Henry H. Perritt, Jr., Literary Fantasies As Prior Art, Eclipsing True Invention,
104 J. Pat. & Trademark Off. Soc'y 453, 474 (2024) (“The Patent Office presumes
that prior art, even non-patent prior art, is enabling.”).

417) Novartis Comments, supra, at 4 (“Applying these longstanding principles here,
the Office could issue guidance reminding examiners and applicants that the
presumption that prior art is enabled may be readily overcome where there is
non-frivolous evidence or other prima facie indications that a particular reference
contains flawed or dubious information.”).

418) ABA IP Section Comments, at 3 (“Further, we advocate for removing the
presumption of operability and enablement for such disclosures in prosecution
proceedings before the Office.”).
<https://www.regulations.gov/comment/PTO-P-2023-0044-0044>.

419) In re Steve Morsa, 713 F.3d 104, 110 (Fed. Cir. 2013) (“The presumption [of
prior art enablement] in Antor is a procedural one—designed to put the burden
on the applicant in the first instance to challenge cited prior art: the PTO need
not come forward with evidence of enablement before it may rely upon a prior
art reference as grounds for a rejection. Once an applicant makes a
non-frivolous argument that cited prior art is not enabling, however, the
examiner must address that challenge. While an applicant must generally do more
than state an unsupported belief that a reference is not enabling and may proffer
affidavits or declarations in support of his position, we see no reason to require
such submissions in all cases. When a reference appears to not be enabling on
its face, a challenge may be lodged without resort to expert assistance. (citation
omitted).”).

420) §2121.01.
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421) Microsoft Comments, at 6 (“There should be no additional duty regarding prior
art submitted to the Office beyond currently existing duties and obligations.”).
<https://www.regulations.gov/comment/PTO-P-2023-0044-0061>.

422) Microsoft Comments, supra, at 4 (“... it may not be possible to know with
certainty whether a prior art disclosure was authored by a human or whether it
was Al-generated.”).

423) Microsoft Comments, supra, at 6 (“Furthermore, unless the USPTO more
specifically defines what it means for a work to be Al-generated, it may not be
helpful to have such a requirement. Al will become ubiquitous in many
productivity tools, and all outputs through these tools may be created with some
assistance of Al In these cases, even minimal use of Al, such as next word
suggestions, could lead a practitioner to state that a disclosure is Al generated
out of an abundance of caution.”).

424) Comment by Chartered Institute of Patent Attorneys (CIPA), at 2 (“Under the
EPC, prior art status is not affected by human/non-human authorship ...”).
<https://www.regulations.gov/comment/PTO-P-2023-0044-0047>.

425) CIPA Comments, supra, at 2 (“We would generally not support requiring a party
making a submission to notify the USPTO if the submission is known to be
Al-generated.”).
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426) Qualcomm Inc.’s Comments, July 29, 2024, at 5 (“They also lack the
organization and indexing otherwise required to make a printed publication
publicly accessible.”).
<https://www.regulations.gov/comment/PTO-P-2023-0044-0060>.,

427) Qualcomm Comments, supra, at 5 (“Allowing such disclosures to serve as prior
art would increase the costs to examine patent applications and decrease the
value of patents.”).

428) IBM Comments, supra, at 5 (“The volume of prior art available via the internet
has not been an undue barrier to patentability ...").

429) CIPA Comments, supra, at 4 (“We think it remains to be seen as to whether
Al-generated material will create a much greater volume of prior art. However,
even if this does happen, it is also possible to use Al for searching.”).

430) Microsoft Comments, supra, at 7 (“One concern of others might be that Al tools
could create so much prior art that it eliminates any opportunity to patent. Those
concerns are too speculative and detract from the purpose of the patent system,
which is to promote progress.”).
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431) Microsoft Comments, supra, at 3 (“35 U.S.C. §102 does not expressly require
that the source of prior art be human, merely that a disclosure be published,
publicly used, on sale, or otherwise made available to the public.”).

o
Pa)
olr
o
ox,
oX
H

432) IBM Comments, supra, at 2 (“Non-human authorship of a disclosure does not
and should not affect its availability as prior art under 35 U.S.C. 102.7).

433) Comment by American Bar Association Intellectual Property Law Section, July
29, 2024, at 3 (“If valuable innovations are not patentable, then who will have the
incentive to commercialize and invest in these innovations? Without patent
protection it can be difficult to raise funds and bring a valuable product to the
market.”).
<https://www.regulations.gov/comment/PTO-P-2023-0044-0044>.

434) ABA [P Section Comments, supra, at 3 (“In short, we advocate for a rule where
a non-human generated disclosure does not enter the ‘public domain’ (i.e., it is
not a ‘prior art disclosure’) unless and until at least one human has ‘recognition
and appreciation” of the elements described in the disclosure (assuming adequate
public accessibility).”).

435) Novartis Comments, supra, at 4 (“The second consideration relates to this
‘human side’ of the spectrum, in that even completely human-generated
disclosures can be inaccurate, non-enabling, or false. ... While, as noted, Al
certainly has the potential to make this problem worse, we do not view the
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involvement of Al itself as dispositive. For all of these reasons, we believe that
treating disclosures differently merely because they are “Al-generated” is the
wrong approach ...”).

436) AIPLA Comments to USPTO on Al Generated Prior Art, July 29, 2024, at 2.
<https://www.regulations.gov/comment/PTO-P-2023-0044-0048>.

437) AIPLA Comments, supra, at 4 (“AIPLA believes that drawing a line based on
relative human/Al contribution would be extremely difficult and likely unworkable
in practice, particularly as the technology continues to develop at a very rapid
pace.”).

438) AIPLA Comments, supra, at 4 (“Predictability of knowing what is or is not prior
art is critical to users of the patent system. Any rule or ‘line’ that would
differentiate prior art from ‘not prior art’ based on factors that are not apparent
from the face of a publication would introduce great expense and unpredictability
into the patent system.”).

439) Bose Corp. v. JBL, Inc., 112 F. Supp. 2d 138, 154 (D. Mass. 2000) (“Under §
102(b), a printed publication qualifies as prior art, regardless of its origin.”).

440) IBM Comments on Proliferation of Al, at 2 (“While it is a powerful tool, Al like
other productivity tools used in the patenting process does not present a special
‘use case’ requiring specific changes to the U.S. patent statute.”).
<https://www.regulations.gov/comment/PTO-P-2023-0044-0042>.

441) IBM Comments, supra, at 4 (“An Al-generated disclosure should not be treated
differently than a human-authored disclosure for prior art purposes. Al-generated
disclosures need to pass the same test to qualify as prior art printed publications
as human-authored disclosures, namely they must be publicly accessible before
the critical date and enabling such that a PHOSITA can make something
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operable.”).

442) Microsoft Comments, supra, at 4 (“... it may not be possible to know with
certainty whether a prior art disclosure was authored by a human or whether it
was Al-generated.”).

443) Comment by Microsoft Corporation, at 2-3 (“Prior art generated by Al should
be treated no differently than other forms of prior art, nor should there be
additional requirements or presumptions applied to prior art generated with the
assistance of AL").
<https://www.regulations.gov/comment/PTO-P-2023-0044-0061>.

444) Novartis Comments Re: Impact of Al on Prior Art, the Knowledge of a Person
Having Ordinary SKkill in the Art, and Related Patentability Issues (Docket PTO-P-
2023-0044, 89 FR 34217), July 26, 2024 (“Second, where Al-related patent
questions are sufficiently ripe to require attention (as was the case with
Al-assisted inventorship), policymakers should, wherever possible, address them
using existing patent law doctrines, which have proven adaptable and resilient
through over two centuries of technological change.”).
<https://www.regulations.gov/comment/PTO-P-2023-0044-0037>.

445) AIPLA Comments, supra, at b.

446) AIPLA Comments, supra, at 6 (“AIPLA reads the second part of this question as
asking whether Al contribution to a disclosure (with or without combined human
authorship) affects its availability as prior art under §102. Again, we are not
aware of any recognized basis for making this distinction.”).

447) AIPLA Comments, supra, at 9 (“AIPLA believes that leveraging this existing law
and procedural framework, through new guidance, examples, and training, will
mitigate to at least some degree the potential negative impact of Al-generated
publications on the patent system. It does not require a change in the law (nor
does it preclude a change in the law in the future).”).
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448) AIPLA Comments, supra, at 9 (“However, because of the unique potential of Al
systems to flood the patent system with prior art, this area of existing law and
procedure is likely to become much more pertinent and commonly used than it
has been in the past.”).

449) CIPA Comments, supra, at 3 (“The EPC already requires a prior disclosure to
be (i) enabled, and (ii) publicly accessible. We think that these existing
requirements provide a viable framework for handling Al- generated
disclosures.”).

450) In re Omeprazole Pat. Litig., 483 F.3d 1364, 1379 (Fed. Cir. 2007).

451) Sean B. Seymore, Rethinking Novelty in Patent Law, 60 Duke L.J. 919, 933-34
(2011) (“Determining whether undue experimentation is required to make what is
disclosed in the prior art, and thus whether the reference is enabling, is a
fact-intensive inquiry.”).

452) Terri Suzette Hughes, Patent Reexamination and the PTO: Compton's Patent
Invalidated at the Commissioner's Request, 14 ]. Marshall J. Computer & Info. L.
379, 389 (1996) (“Most importantly, the claimed invention is not anticipated under
section 102 of the Patent Act unless a single prior art reference contains every
element comprising the claimed invention.”).
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453) Timothy R. Holbrook, Patent Disclosure and Time, 69 Vand. L. Rev. 1459, 1477
(2016) (“Non-prior art references can be useful to inform the background state of
the PHOSITA's knowledge.”).

454) In re Morsa, No. 2015-1107 (Fed. Cir. 2015) (t}591A).

455) In re Morsa, No. 2015-1107 (Fed. Cir. 2015) (Newman TAFe] wtjo]#) (“But, an
applicant’'s enablement of his invention does not enable prior art or fill gaps
needed to anticipate. The majority, therefore, incorrectly used information from
the applicant’s specification to enable the prior art reference.”).

456) Application of Jacobs, 318 F.2d 743, 746 (C.C.P.A. 1963).

457) In re Antor Media Corp., 689 F.3d 1282, 1289 (Fed. Cir. 2012) (“[T]he examiner
is not required to investigate whether the prior art works because ‘[iJt would be
overly cumbersome, perhaps even impossible, to impose on the PTO the burden
of showing that a cited piece of prior art is enabling.”).

458) CIPA Comments, supra, at 3 (“The US presumption that any prior art cited in a
patent is enabling might be revisited since there is a concern this has made it
easier for certain parties to enforce flawed patents. The presumption that cited
prior art is enabling puts a burden on applicants to provide evidence that
speculative disclosures are non-enabling.”).
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459) In re Hoeksema, 399 F.2d 269, 275 (CCPA 1968).
460) In re Steve Morsa, 713 F.3d 104, 110 (Fed. Cir. 2013).

461) MPEP § 2121(1.) (“Where a reference appears to not be enabling on its face,
however, an applicant may successfully challenge the cited prior art for lack of
enablement by argument without supporting evidence.”).

462) Comment by Pharmaceutical Research and Manufacturers of America (PhRMA),
at 3 (“Perhaps the examiner should have the initial burden to prove enablement
of any entirely Al-generated prior art that might be relied upon, and the
presumption afforded historically to human generated art should not apply to
entirely Al generated art given its questionable reliability.”).
<https://www.regulations.gov/comment/PTO-P-2023-0044-0052>.

463) U] ZESANRY EF| AR A A (Manual of Patent Examining Procedures, MPEP) A|8
ot § 2128.01 (2001).
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464) In re Cronyn, 13 USPQ2d 1070, 1071-72 (Fed. Cir. 1989).

465) MPEP § 2121.01 (“'In determining that quantum of prior art disclosure which is
necessary to declare an applicant's invention ‘not novel’ or ‘anticipated’ within
section 102, the stated test is whether a reference contains an ‘enabling
disclosure’ . . . ." In re Hoeksema, 399 F.2d 269, 158 USPQ 596 (CCPA 1968). The
disclosure in an assertedly anticipating reference must provide an enabling
disclosure of the desired subject matter; mere naming or description of the
subject matter is insufficient, if it cannot be produced without undue
experimentation.”).

466) MPEP § 2121.01 (“A reference contains an ‘enabling disclosure’ if the public was
in possession of the claimed invention before the date of invention. ‘Such
possession is effected if one of ordinary skill in the art could have combined the
publication's description of the invention with his [or her] own knowledge to make
the claimed invention. ”).

467) Kenneth R. Walton, The Use of Evidence Extrinsic to a Single Source to
Support Anticipation, 20 Rutgers Computer & Tech. L.J. 339, 343-344 (1994) (“The
test for an enabling description is whether the person of ordinary skill could have
combined the description of the invention in the prior art reference with his own
knowledge of the art to have placed himself, and thereby the public, in possession
of the invention.”)
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468) EPO, Guidelines for Examination, Part C, Chapter IV, § 6.3 (“Subject-matter
can only be regarded as having been made available to the public, and therefore
as comprised in the state of the art pursuant to Art. 54(1), if the information
given to the skilled person is sufficient to enable him, at the relevant date (see
IV, 9.3), to practise the technical teaching which is the subject of the disclosure,
taking into account also the general knowledge at that time in the field to be
expected of him (see T 26/85, O] 1-2/1990, 22, T 206/83, O] 1/1987, 5 and T
491/99, not published in OJ).”).

469) JoAl, "Il FLGT, AAJAAHE A23%, S=AIAANAtelE], 2007, 280-281W.
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470) Sean B. Seymore, Rethinking Novelty in Patent Law, 60 Duke L.J. 919, 939-40 n.
104 (2011) (“the prior art as a whole [is] enabling.”).

471) Comment by Japan Patent Attorneys Association, at 4 (“On the other hand, if
the subject invention is made based on the hallucination contained in the
Al-generated disclosure (or what was thought to be such hallucination before the
effective filing date), but it has been proven to actually work and produce an
effect, the fact that was thought to be a hallucination may be determined to be a
teaching away.”).

<https://www.regulations.gov/comment/PTO-P-2023-0044-0027>.
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472) In re Antor Media Corp., 689 F.3d 1282, 1287 (Fed. Cir. 2012).

473) Lucar R. Yordy, supra, at 554.
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474)
https://www.sternekessler.com/news-insights/publications/patent-law-and-generativ
e-ai-101/ (&5 ALY 20259 01€ 08Y)

475) FR Vol.89 No.84, 2024, 34219.
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476) Comment by Japan Intellectual Property Association (JIPA), at 2 (") If
information generated by hallucination is conveniently cited as a prior art
reference, the applicant may face an undue burden to prove that the information
is groundless. ii) If the amount of the references submitted as relevant prior art
becomes huge, this may overload the examiner with enormous amount of
examination materials, leading to prolonged examination periods.”).
<https://www.regulations.gov/comment/PTO-P-2023-0044-0062>.

477) JIPA Comments, supra, at 2 (“Documents created by natural persons may also
have a detrimental effect on the advancement of science and technology.
Consequently, it is unnecessary to make a distinction based on whether the
document is generated by artificial intelligence or not.”).

478) 5518 BEAtw, "AFASOR 55 AAF ¢ w21 AFeteiA”, 2023, 2. 2.4
<https://korea.kr/briefing/pressReleaseView.do?newsld=156550458>.
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479) Apotex Inc v Sanofi-Aventis (2011 FC 1486) (“the prior art must have been
publicly available as of the [relevant] date:- and it must further have been
locatable through a reasonably diligent search”).
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